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DETAILED ACTION 

1 . This communication is responsive to amended application filed on 07/1 7/2008. 

2. Claims 4 and 5 are presented for examination. 

Response to Arguments 

3. Applicants are thanked for amendment/Remarks. 

4. In previous office action, it was indicated that Figure 4 and Figure 5 have been 
ineligible. However, applicants have not reply for this issue. The objection is repeated in 
this Office action. 

5. Applicant's argument relating to 101 rejection is not persuasive and the rejection 
is maintained. The claims as a whole are directed to verifying a system which the final 
steps is also verifying a system and therefore no tangible result, and thus no practical 
application is produce. 

6. Applicant's argument relating to 1 12 rejection is persuasive and therefore the 
rejection is withdrawn. 

7. Applicant's argument relating to art rejection is not persuasive and therefore the 
rejection is maintained for the following reasons. 

a. Regarding 102(f) rejection : Applicant's have not shown how the emulator 
is transformed in their claimed invention to overcome the rejection. They 
indicated that the first and second circuitries are configured to realize and verify a 
first and a second system. However, this transformation is well known for many 
chip makers that use a hardware emulator as follows: 



Application/Control Number: 10/685,762 
Art Unit: 2128 



Page 3 



[0006] Many chip-makers now use a device ca lled a 
hardware. emulator to verify S OCs. A hardware emulator is a 
device,, with .large amounts of logic and other cir cuitry with 

highly configurable connections. The connections can be 
configured so as to realize the design of the SOC. The 

Therefore, the hardware emulator used by applicant's is still prior art. For this 
reason, the rejection is maintained. 

b. Regarding 102(e) rejection : Applicants argued that the prior art of 
reference fails to disclose hardware emulator to realize the first system on chip 
and to realize the second system on another chip. 

In response, the prior art of reference permits an SOC designer or 
programmer to test, evaluate, and/or debug the processor core (i.e. first system 
on chip) and/or the other core (i.e. second system on chip) using the emulation 
interface circuitry (i.e. hardware emulator) (See: [0039]). 

Drawings 

8. New corrected drawings in compliance with 37 CFR 1 .121 (d) is required in this 
application because the drawings are illegible (See, for example Figs. 4 and 5). 

Applicant is advised to employ the services of a competent patent draftsperson 
outside the Office, as the U.S. Patent and Trademark Office no longer prepares new 
drawings. The corrected drawings are required in reply to the Office action to avoid 
abandonment of the application. The requirement for corrected drawings will not be held 
in abeyance. 
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Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claims 4, and 5 are rejected under 35 U.S.C. 101 as being directed to 
nonstatutory subject matter since the claims as a whole do not provide for a practical 
application and there is no physical transformation or a useful, tangible, and concrete 
final result. 

Applicants Admission 

1 1 . Applicant's disclosure states as follows: 
Prior art: 

[0006] Many chip makers . n ow use a device called., a 

M£dmrA„ejmi]^or,. to verify SOCs. A hardware emulator is a 
device with large amounts of logic and other circuitry with 

highly configurable connections. The connections can be 
configured so as to realize the design of the SOC. The 
design is usually described in a data structure. A script 
checks the capacity of the hardware emulator to determine 
whether the hardware emulator has sufficient logic and 
circuitry to realize the design described in the data 
structure. If the hardware emulator has sufficient capacity 
to realize the design described in the data structure, the 
script places the data structure in a top wrapper. The top 
wrapper parses the data structure describing the design and 
configures the hardware emulator to realize the design. 

Compare to claimed invention: 
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[0023] FIGURE 2 is a block diagram of a hardware 
emulator configured in accordance with an embodiment of the 
present invention . The hard ware emulator 2 00 compr ises. ...a. 
sea o£ lo ^ic an d other circaityy 2 05. r The sea of logic and 
o the r c i r c u x try .205 is conf i gurab.,e to rea liz e_ a '<>ast 
number of integrated circv „ts . The sea of logic and other 
circuitry can be divided into a plurality of portions 210. 

[00261 The emulator JO 0 of PIGUHI 2 can be configured by 
a computer system configured generally as described in 
FIGtffiE 3, An SOCs , S0C1. ...... SOCn. can. be describee* in a data 

§t. I ^S. i iJJJ LJ^™J™liis. The ^j^ s J^_gar sed^y_^ script. A 
script is a plurality of executable instructions stored in 
the memory of the computer system, or a removable memory, 
that parses.. .the data structures, checks the c apacity of the 
emulator 200, and creates another file, known as a top 
wrapper . The....te> p wrapper is provided to th e eimtlator and 

conf igures, the 200 in Jtggpj-dan^ SOCs 

described in the data structure..... 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(f) he did not himself invent the subject matter sought to be patented. 



1 3. Claims 4, and 5 are rejected under 35 U.S.C. 1 02(f) because the applicant did 
not invent the claimed subject matter. 
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c. Applicant's admission establishes that applicant has invented a system of 
using a hardware emulator for verifying a plurality of systems of the prior art. 
Applicants have not disclosed inventing a hardware emulator system. As such, 
any claims directed to a system that facilities this system must be regarded as 
being invented by another. 

d. These rejection may be overcome by evidence that applicant has 
somehow transformed the hardware emulator system of the prior art by some 
specialization. As currently disclosed, however, applicants' system of verifying 
using a hardware emulator merely uses the existing feature of the prior art. 

e. Evidence that hardware emulator anticipates the invention of claims 4, and 
5 is found in applicant's admission as explicitly recited in the disclosure of the 
invention. 

14. Claims 4, and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
Publication No. 2004/0019827 issued to Rohfleisch et al. 

1 5. As per Claims 1 -3, Canceled. 

16. As per Claim 4, Rohfleisch et al discloses a system for verifying a plurality of 
systems on a plurality of chips (such as ...SOC designer to test or evaluate and/or 
debug.... ;See: [0039]), said system comprising: 

a hardware emulator for verifying a first system on a chip and a second system 
on another chip (such as ...to test or evaluate and/or debug the processor core 102 (i.e. 
first system on another chip) and/or the other core (i.e. second system on chip) using 
the emulation interface circuitry.. .See: [0039]) said hardware emulator comprising: 
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a first circuitry configured to realize and verify the a first system on a chip, said 
first circuitry further comprising at least one output port for providing verification results 
from the first circuitry system on the chip (such as ...to test or evaluate and/or debug 
the processor core 102 (i.e. second system on another chip) and/or the other core using 
the emulation interface circuitry... See: [0039]); and 

a second circuitry configured to realize and verify the a second system on 
another chip while the first circuit verifies verifying the first system on chip, the second 
circuitry directly connected to the first circuitry (such as ...to test or evaluate and/or 
debug the processor core 102 and/or the other core (i.e. second system on another 
chip) using the emulation interface circuitry... See: [0039]). 

17. As per Claim 5, Rohfleisch et al the system of claim 4, wherein the hardware 
emulator further comprises: 

a first interface operable connected to the first circuitry, wherein the first interface 
provides inputs to the first circuitry and receives outputs from the first circuitry (such as 
. . .to test or evaluate and/or debug the processor core 102 and/or the other core using 
the emulation interface circuitry.. .See: [0039]); and 

a second interface operable connected to the second circuitry, wherein the 
second interface provides inputs to the second circuitry and receives outputs from the 
second circuitry (such as ...to test or evaluate and/or debug the processor core 102 
and/or the other core using the emulation interface circuitry... See: [0039]). 

18. As per Claim 6-11, Cancelled. 
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Conclusion 

19. All claims are rejected. 

20. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

21 . Examiner Remarks: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and 
are applied to specific limitations within the individual claim, other passages and 
figures may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in their entirety as potentially teaching all or 
part of the claimed invention, as well as the context of the passage as taught by the 
prior art or disclosed by the Examiner. 
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22. Examiner Request: In the case of amending the claimed invention, 
Applicant is respectfully requested to indicate the portion(s) of the specification 
which dictate(s) the structure relied on for proper interpretation and also to verify and 
ascertain the metes and bounds of the claimed invention. 

MPEP states: 

"...with respect to newly added or amended claims, applicant 
should show support in the original disclosure for the new 
or amended claims. See MPEP § 714.02 and § 2163.06." 

23. Requests for Interview: In accordance with 37 CFR 1 .133(a)(3), requests for 
interview must be made in advance. Interview requests are to be made by telephone 
(571-272-8571) or FAX (571-273-8571). Applicants must provide a detailed agenda as 
to what will be discussed (generic statement such as "discuss §102 rejection" or 
"discuss rejections of claims 1-3" may be denied interview). The detail agenda along 
with any proposed amendments is to be written on a PTOL-413A or a custom form and 
should be faxed (or emailed, subject to MPEP 71 3.01 .1 / MPEP 502.03) to the Examiner 
at least 3 days prior to the scheduled interview. Interview requests submitted within 
amendments may be denied because the Examiner was not notified, in advance, of the 
Applicant Initiated Interview Request and due to time constraints may not be able to 
review the interview request to prior to the mailing of the next Office Action. 

Communications 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kibrom K. Gebresilassie whose telephone number is 
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571-272-8571 . The examiner can normally be reached on 8:00 am - 4:30 pm Monday 
to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamini S. Shah can be reached on 571-272-2279. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Kibrom K Gebresilassie/ 
Examiner, Art Unit 2128 

/Alexander J Kosowski/ 
Primary Examiner, Art Unit 2128 



